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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 17 January 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 19-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 19-30 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Amendment 

I. 1 11 response l o I lie Amendment reeeh ed on ,) anuarx 1 7. 20055. 1 lie examiner has carefulh considered the 

amendments. The claim rejection under 35 I .S.C. § I 12. 2nd paragraph lor claims 19-30 have been overcome 
hv I lie amend men I and lias herein been withdrawn lor consideration. The amendment to the S|>ecd'ical ion is 
acknowledged, how in er said amendment appears to be new mat ter because applicant's I rails la I ion at laclimeiils 
are not found and these do not appear to be certified. In addition, the examiner has not did not find the 
translation "dispersed dyes" from the Webster on-line dictionan and could not locate a copy to "Diccionario 
Poll ilecnico de las Lengaua Kspanola e Inglesa" to confirm said translation. The examiner did find two online 
translations for "colorant dispersos" at Babel Fish and Spanish Diet, wherein "colorant dispersos" I ranslated into 
dispersed colorants-see attachment. From these translations, the examiner deems that a "dispersed colorant" 
includes both dyes and pigments. 



Response to Arguments 

2. Applicant's arguments filed January 17, 2008 have been fully considered but they are not persuasive. 

As staled above applicant' translation is not accepted for the reasons stated above. Thus turning to the prior 
art arguments. Applicants argue that both Marshall et al and Johnson et al do not anticipate the claimed 
invention because neil her of them teaches "dispersed d ve" and I hev hot h leach different met hods of making I he 
composition from the method as instantly claimed. Regarding Marshall et al applicant's slate these teachings 
cannot anticipate the claimed invention because the method of mixing is different and. also, because the two 
mixtures of Marshall are not remotely similar to those instantly claimed, such as Marshall mixes the 
photoinitiator in with llie first composition and there are no teachings of using a mixture of oligomers with 
monomers with the dispersed colorant. First it is deemed that Marshall et al does leach dyes--see column 4, 
lines 36-40, wherein azo complex dyestuffs and. also, colored dyes can be found. Secondly, regarding applicant's 
arguments to l he addition of llie Marshall el al photoinitiator being added to the first mixture, the court has 
upheld that the "mere methods of mixing ingredients to form a new composition is not patentable" in In re 
Beckett, 1937 CD. 386. Additionally, the courts have upheld "ordinarily, process steps taken concurrently are 
equivalent of steps taken successively"— see Asbestos Shingle, Slate & Sheathing Co. et al vs. Rock Fiber Mfg. 
Co., 217 F. 66. Regarding Marshall et al's failure to suggest the mixture of oligomers and monomers with the 
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"dispersing dyes", the examiner disagrees. Marshall et al teaches per column 5, combinations of low molecular 
weight multifunctional ethvlenicalh unsaturated or epoxv functional prepolymers with low molecular weight 
monomers of various functionalities are possible in making the ink-jet formulations — see column 5, lines 40-45. 
Regarding applicant's statements referring to Column 1. lines 39- 12. these arc deemed to be a suggestion to 
ordinarily skilled artisan espeeialh since Marshall et al states "if necessary"' in the statement. In addition, this 
statement has nothing to do with the other components taught In Marshall et al in the ink-jet composition. It 
is well known that pigments and d\es sometimes need to he in the form of dispersion to present agglomeration 
and/or clumping of pigment particles in ink compositions. It is deemed that Marshall el al docs leach 
dispersing colorants in a mixture of oligomers and monomers, milling to a particle size of no greater ihan I 
micron, diluting the pre\ ions mixture with mono- and multi-functional oligomers and a photoinitiator, and 
then jetting onto a substrate and exposing to radiation to cure. Addit ionalK . per example Marshall fillers I he 
combined compositions to a particle size of I micron before jelling and curing. Therefore the claims (method 
and product) are still rejected In Marshall el al. Regarding Johnson et al. applicant's stale that Johnson et al 
does not teach dispersed dyes, the examiner disagrees while Johnson el al leaches and prefers the use of 
pigments does not exclude the use of dyes-see column 2, lines 19-20. Johnson et al states "While the possibility 
of using colorants, such as dyes, which are soluble in the diluent is not excluded." Applicant argues that 
Johnson el al leaches awav from high temperature applications are refers examiner to column 8, lines 12-14. 
From these teaching the examiner deems, one that ink jetting at high temperatures is not a claim limitation and 
two Johnson et al teaches that the addition of a conductive additives can help overcome this-see column 8, 
lines 23-26. Regarding Johnsons et al method of mixing the components in the ink composition, the courts 
have upheld I hat I he "mere met hods of mixing ingredients to form a new composition is not patentable" in In re 
Beckett. 1937 C.I). 386. Additionally, the courts have upheld "ordinarily, process steps taken concurrently are 
equivalent of steps taken successh ely"-see Asbestos Shingle. Slate & Sheathing Co. et al vs. Rock Fiber Mfg. 
Co.. 217 \<\ 66. Thus it is deemed that the claims are still rejected by Johnson et al. 

Specification 

3. The amendment filed January 17, 2008 is objected to under 35 U.S.C. 132(a) because it introduces new 

mailer into ihe disclosure. 35 I .S.C. 132(a) slates thai no amendment shall introduce new matter into the 
disclosure of the invention. The added material w hich is not supported by the original disclosure is as follows: 
Applicant's translation attachments are missing and these, from the arguments, do not appear to be certified 
translations. 

Applicant is required to cancel the new matter in ihe replv to ibis Office Action. 
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Claim Rejections - 35 USC § 112 

4. The follow ing is a quotation of t lie first paragraph of 35 I .S.C. 112: 

f lic speci Ileal ion shall contain a w ril ten description of the invention, and of I he manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which il pertains, or with which it is most nearh connected, to make and use the same and shall 
set forth the best mode contemplated bv the inventor of cam ing out his invention. 

5. Claims W-'.IQ are rejected under 35 I .S.C. I 12. first paragraph, as failing to coniplx with I he written 
description requirement. The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably con\e\ to one skilled in the relevant art that the in\entor(s). at the lime I he 
application w as filed, had possession of I he claimed invention. Please see abo\ e sec I ion Response lo Arguments 
and the above objection to specification. 

Claim Rejections ■ 35 USC § 1021 Claim Rejections - 35 USC §103 

(). The follow ing is a (piolal ion of I he appropriate paragraphs of 35 U.S.C. 102 that form the basis for the 

rejections under this section made in this Office action: 
\ person shall be entitled lo a patent unless — 

(b) the invention was patented or described in a printed publication in ibis or a foreign coiinlry or in 
public use or on sale in this country, more than one year prior to the date of application for patenl in 
the United States. 

(e) the invention was described in a patenl granted on an application for patent by another filed in the 
Coiled Stales before ihe invention thereof bv t lie applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1). (2). and (4) of section 
371(c) of this tille before t lie invention thereof by the applicant for patent. 

The changes made to 35 L .S.C. 102(e) bv the American Inventors Protection \ci of 1099 (\IP\) and 
the Intellectual Property and High Technology Technical Amendments Act of 2002 do not apply when the 
reference is a U.S. patent resulting directlv or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior to 
the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 
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The examiner is interpret ing the instant claims as a me I hod lor producing an ink; the limit a I ion "digital 
print ing" is being interpreted as a In I nre intended use because digital printing is a means lor deposit ing t he 
ink onto a substrate. The claims define a process for making an ink composition. w herein the ""digital 
printing" limitation imparts no distinctive structural characteristics to define it from any other type of ink. 

7. The follow ing is a (| not at ion of 35 I .S.(l. I 03(a) \\ Inch forms I he basis for all ob\ ionsness reject ions set 
forth in this Office action: 

(a) A patent max not be obtained though the invention is not idenlicalK disclosed or described asset 
forth in section 102 of this title, if the differences between the subject matter sought 1o be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinarv skill in the art to which said subject mailer pertains. 
Patentability shall not be negat iv ed by the manner in which the invention w as made. 

8. Claims 19-30 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Marshall et al (5,275,646). 

Marshall et al teaches a photocurable ink composition. Said ink comprises a colorant and a liquid 
phase consist ing essenl iallv of polv merizable monomers, an optional conductive compound and a pholoinitialor 
and/or sensitizer. The composition is curable by exposure to radiation, such as ultraviolet light. The 
composition can comprise up to 70%, e.g. 20 to 60%, by weight of a mono-functional monomer, such as 
isobornyl acrylale among ol hers found in column 3. In order to balance the properlics Marshall et al sets froth 
I he addition from up to 70%. preferably from 30 to 50% of di-functional monomers, such as hexandiol 
acrylates, tripropv lene glv col di (melh) acrylates. and others as found in column 3. Additionally, Marshal et al 
sets forth the use of up to 10% by weight of tri-functional monomers, such as I ri me I h v lol propane hi (melh) 
acrylate — see column 3. The photoinitiators and photosensitizers can be found in column 4 along with the 
colorant. Additionally, polymers and prepolymers can be added to increase viscosity and/or increase the 
crosslink densilv in the cured ink — see column 5. Marshall et al sets forth in such as way that one of ordinary 
skill in the art would be able to obtain viscosities as high as up to 50 cps at 25 0C can be obtained or as low as 5 
to 6 cps at 25 0C can be obtained depending on the amount of/proportions of reactive monomers added to the 
composition in the overall teachings of the disclosure — see column 2, column 3. lines 15. column 5, lines 29-64, 
and column 6. lines 20-21. Therefore, it is deemed Marshall et al encompasses applicant's v iscosity range of 10 
to 30 cps. Per example 1. Marshall et al teaches preparing a mixture of reactive monomers and photoinitiators. 
Separately, preparing a mixture comprising a colorant and reactive monomers and prepolymer/polymers to 
prepare a pigment dispersion and milling the dispersion to a particle size of no greater than 1 micron and adding 
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the 1 st preparation with stirring to obtain a polymerizable ink composition curable hx exposure to radiation. 
Thus the invent ions of claims 1-30 are read in the reference. Regarding claim 26. il is deemed ol>\ ious in view of 
the reference since one of ordinarx skill in that art would recognize this known pol\ merization technique is an 
obvious means of applying radiation to cure a photopolymerizable composition. 

9. Claims 27-30 are rejected under 35 U.S.C. 102(3) as anticipated by or. in the alternative, under 35 
U.S.C. 103(a) as obvious over Johnson et al (6,593,390). 

Johnson el al sels forth a photoeurable ink composition. Per examples the inks have a viscosilv 
between 15 and 20 cps at 30 0C. Said inks comprise a colorant having a particles size of not greater than 1 
micron and having a narrow size range distribution and a reactive liquid material — see column 3. Said reactive 
liquid material comprises mono-, di-, and tri-functional acrylic compounds. Said mono-functional acrylic 
monomers include isobornyl acrylate and can be found in amounts from 20 to 60% by weight — see column 4 
and column 6. The di-functioual acrylic monomers include hexanediol diacrylate and tripropylene diacrylate 
and can be found in amounts from 10 to 35% by weight — see column 3 and column 6. Said tri-functional 
acrylic monomers include trimethylolpropane triacrylate and can be found in amounts from above 10 to 30% 
by weight — see column 4 and column 6. Johnson et al sets forth the bi- and tri-functional monomers are used 
to balance the properties of the ink and together read on the ratio as found in claim 27. Photoinitiators, 
photosensitizers and other additive can be added to the composition — see columns 7-8. Per example 1, Johnson 
el al leaches milling the pigment in an organic hyperdispersant. which reads on the organic medium of claim 27 
as written, and filtering to a particle size of 1 micron and then forming a homogeneous mixture by blending 
with stirring the reactive liquid phase to produce an ink having a viscosity from 15 to 20 cps. Said inks are 
curable In exposure I o radial ion. such as nil ra\ iolel ligh I . Regarding claim 26. il is deemed obvious in view of 
I he reference since one of ordinary skill in that art would recognize I his known polymerization technique is an 
obv ious means of applying radiation to cure a photopolymerizable composition. Therefore the inventions of 
claims 1-30 are read in the reference. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. I'S 
2001/0029867 to Hayashi et al sets forth a radiation curable ink composition comprising a colorant, acrylic 
oligomers and mono-, di-, and tri-functional acrylic monomers with a phot oinit iat or and other customary 
additive having a \ iscosity from 2 to 13.0 Pa*s useful for stencil printing. Hayashi et al discloses using digital 
printers in the examples but while leaching dispersing the colorant in the reactive monomers and milling, 
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kneading or compounding, fads to disclose the colorant particle sizes. US 7,015,257 (2004/0110862) to Hayashi 
el al sets fori li a similar ink composil ion however teaches mi ding to a pari icles size of 500 nm. 
I I. \n\ inquir\ concerning lliis communication or earlier communications from the examiner should be 

directed to Sauza I.. McClendon whose telephone number is (571) 272-1071. The examiner can normally be 
reached on Monday through Friday 7:30-4:00. 

If attempts to reach the examiner l>\ telephone are unsuccessful, the examiner's supervisor. James 
Seidleck can be reached on (571) 272-1078. The fax phone number for the organization where this application 
or proceeding is assigned is 57 I -273-55300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications ma\ be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic ISusiness denier (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

//Sanza L McClendon// 
Act ing Primary Examiner of Art Unit 1796 



